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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) FROM 
THE MAILING DATE OF THIS COMMUNICATION, 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, t^y statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)^ This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [EI Claim(s) 1-23 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

6)\Z\ Claim(s) is/are allowed. 

6)13 Claim(s) 1^23 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) |E1 The drawjng(s) filed on 13 May 2002 is/are: a)S accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet{s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. §§119 and 120 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

Certified copies of the priority documents have been received. 
Certified copies of the priority documents have been received in Application No. 



20 
30 



Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

1 3) S Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 1 9(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) O The translation of the foreign language provisional application has been received. 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1 .78. 
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1) lEI Notice of References Cited (PTO-892) 
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Notice of Draftsperson's Patent Drawing Review (PTO-948) 
Infomiation Disclosure Slatement(s) (PTO-1449) Paper No(s) 02 . 
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6) 



Interview Summary (PTO-413) Paper No(s). 

Notice of Infomial Patent Application (PTO-152) 
Other: 
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DETAILED ACTION 

1. Claims 1-23 are examined on the merits. 

Sequence Compliance 

2. This application contains sequence disclosures that are encompassed by the definitions 
for nucleotide and/or amino acid sequences set forth in 37 CFR § 1.821(a)(1) and (a)(2). See, for 
example, page 13, T| 3, and Figure 3. However, this application fails to comply with the 
requirements of 37 CFR § 1.821 through 1.825 because page 13, K 3, and Figure 3, contain 
amino acid sequences with sequence lengths that are equal to or greater than 4 amino acid 
molecules and these sequences do not have SEQ ID Nos cited along with each sequence in the 
specification. Applicants are also reminded that a CD-ROM sequence listing submission may 
replace the paper and computer readable form sequence listing copies. Applicant(s) are required 
to submit a new computer readable form sequence hsting, a paper copy for the specification, 
statements under 37 CFR § 1.821(f) and (g), if there is a need to hst additional sequences in the 
hsting. Applicant(s) are given the same response time regarding this failure to comply as that set 
forth to respond to this office action. Failure to respond to this requirement may result in 
abandonment of the instant application or a notice of a failure to fully respond to this Office 
action. 

3. It is noted that Applicant's argument as directed to the Sequence Compliance rule, filed 
July 16, 2002, has been acknowledged. Further, it is acknowledged that OIPE has withdrawn a 
sequence rule non-compliance in response to said argument, mailed July 31, 2002. However, the 
sequence compliance rules are required for the instant appHcation because said rules do not 
distinguish between hypothetical sequence and non-hypothetical sequences. 
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CLAIM REJECTIONS - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

5. Claims 1-14 and 16-23 are rejected under 35 U.S,C. 101 because the claimed invention is 
directed to non-statutory algorithm type subject matter. 

6. Claims 1-14 and 23 are rejected because said claims are directed to a computer system 
and program product comprising DNA and amino acid data which are considered descriptive 
material wherein said material is either functional, a system and computer readable media; or 
non-functional. The DNA and amino acid data of the instant invention are regarded as 
descriptive non-functional descriptive material; thereby, causes the claimed invention to be non- 
statutory subject matter. The MPEP indicates that descriptive material that cannot exhibit any 
functional interrelationship with the way in which computing processes are performed does not 
constitute a statutory process, machine, manufacture or composition (MPEP § 2106 (IV)(B)(1) 
(b)). Specific to the instant case, the computer system and computer program product merely 
stores DNA and amino acid data so as to be read without creating any functional 
interrelationship, either as part of the stored data or as part of the computing processes performed 
by the computer, then such descriptive material alone does not impart functionality either to the 
data as so structured, or to the computer. (MPEP § 2106 (IV)(B)(2) (a)). 

7. Claims 16-22 are rejected because said claims are directed to a method comprises 
processes performed within a computer system. The transformation of signals or data inside a 
computer merely manipulates concepts or converts one set of numbers into another without 
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producing a useful, concrete, and tangible result. Therefore, the claimed invention taken as a 
whole does not produce a practical application (MPEP § 2106 (IV)(B)(2) (b)). 

8. Further, it is acknowledged that the computer system, method and program comprise 
steps or means for determining an open reading frame in a DNA sequence from said data, 
however, the step of determining merely reads said data does not create any functional 
interrelationship, either as part of the stored data or as part of the computing processes performed 
by the computer, therefore, such descriptive material alone does not impart functionality either to 
the data as so structured, or to the computer. Further, computer systems normally perform 
functions for the manipulating data (I/O functions), usually in binary form, perform 
mathematical operations, such as addition, subtraction, multipUcation, division, or bit shifting, on 
the said data. (MPEP § 2106 (IV)(B)) 

CLAIM REJECTIONS - 35 USC § 102 

9. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

10. Claims 1-23 are rejected under 35 U.S.C. 102(b) as being clearly anticipated by 
Rigoutsos etal (1998). 

1 1 . Rigoutsos et al. discloses a system and method for pattern discovery (matches) in 
biological sequences using the TEIRESIAS algorithm (Abstract etc.). The system and method of 
Rigoutsos et al. comprises an input device operated in an IBM Power-PC workstation 
(programmable storage medium) (page 60, column 1, lines 1-3) and DNA and protein databases 
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such as SwissProt, EMBL, GenBank, and PIR (page 62, column 1 , line 22 to column 2, line 4), 
as in instant claim 1 . 

12. The inclusion of GenBank (Benson et al.) is not being used as prior art but only to expand 
on the inherent characteristics of GenBank as cited by Rigoutsos et al. GenBank, a nucleic acid 
database, comprises annotation features such as translated CDS (ORF) (page 3, Figure 2), as in 
instant claims 2-9, 14-18, and 21-23. 

13. The method of Rigoutsos et al. uses the SwissProt database for determining matches by 
generating a scoring matrix from the pattem of amino acid position of the patterns wherein 
threshold values are assigned a weight of one for match and nothing for the others. The patterns 
with the highest scoring sequences determine the sequence of the specific sequence (page 60, 
column 2, Verifying Observations §), as in instant claims 10-13, 19, and 20. 

CONCLUSION 

1 4. NO CLAIM IS ALLOWED. 

15. Papers related to this application may be submitted to Technical Center 1600 by facsimile 
transmission. Papers should be faxed to Technical Center 1600 via the PTO Fax Center located 
in Crystal Mall 1 . The faxing of such papers must conform with the notices published in the 
Official Gazette, 1096 OG30 (November 15, 1988), 1156 OG 61 (November 16, 193), and 1157 
OG 94 (December 28, 1993) (see 37 CFR § 1.6(d)). The CMl Fax Center number is (703) 872- 
9306. 

16. Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to C. Dune Ly, whose telephone number is (571) 272-0716. The 
examiner can normally be reached on Monday-Friday from 8 A.M. to 4 P.M. 
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1 7. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward, Ph.D., can be reached on (571) 272-0722. 

18. Any inquiry of a general nature or relating to the status of this application should be 
directed to Legal Instruments Examiner, Tina Plunkett, whose telephone number is (571) 272- 
0549 or to the Technical Center receptionist whose telephone number is (703) 308-0196. 

C. DuneLy , v r\ . 



2/9/04 




